
United States B\tent and 1fa\DEa>iARK Office 



UNITED STATES DEPABmENT OF COMMERCE 
United States Patent and Tradenutrk OfBee 

Mbtaz COMMISSIONER OF PATENTS AND TKADEMARKS 
P.O. Ben 1430 



APPLICATIONNO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/044,011 



01/11/2002 



Yu-Ting Liao 



67,200-598 



8692 



7590 05/08/2003 

TUNG & ASSOCIATES 
Suite 120 

838 W. Long Lake Road 
Bloomfield HUls,MI 48302 



EXAMINER 



KARLSEN, ERNEST F 



ART UNIT 



PAPER NUMBER 



2829 

DATE MAILED: 05/08/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Offic Action Summary 



Application N . 
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Appiicant(s) ' 
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- The MAILING DATE of this communication app ars on the cover sh t with the conespondence address - 
Peri df rR ply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the maiing date of this communication. 

• Failure to reply wHhin the set or extended period for reply will, by statute, cause the applicatiofl to become ABANDONED (35 U.S.C. § 133). 

- Any reply received l>y the Office later tlian three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)IS Responsive to communication(s) filed on 02 April 2003 . 
2a)D This ac^on is FINAL. 2b)|^ This action is non-final. 

3) Q Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 1^ Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) 1-13. 19 and 23-26 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 14-18 and 20-22 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)\Z\ approved b)\Z\ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 

aOAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.G Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a daim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) n Acknowledgment is made of a daim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachinent(s) 

1 ) 13 Notice of References Cited (PTaS92) 4) □ interview Summary (PTO-41 3) Paper No(s). . 

2) CI Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application {PTO-152) 

3) Q Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) l~l Other: 



U.S. Patent and Tiademafk Office 

PTO-326 (Rev. 04-01) 



Office Acti n Summary 



Part of Paper No. 4 



Application/Control Number: 1 0/044,0 1 1 Page 2 

Art Unit: 2829 



1 . The Examiner called Mr. Tang on April 7, 2003 to complete the election requirements set 

forth in Paper No. 2, Mr. Tung elected the species of Figures 1 and 2 and the subspecies where 
the outer layer is diamond. 

2. Applicant's election of the invention of Group II, the species of Figures 1 and 2 and the 
subspecies where the outer layer is diamond in Paper No. 3 and the telephone conversation of 
April 7, 2003 is acknowledged. Because applicant did not distinctly and specifically point out 
the supposed errors in the restriction requirement, the election has been treated as an election 
without traverse (MPEP § 818.03(a)). 

3. Claims 1-13, 19 and 23-26 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected inventions and/or species, there being no allowable 
generic or linking claim. Election was made without traverse in Paper No. 3. 

4. Claims 14-18 and 20-22 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. It is not clear how the structure of Figures 1 and 2 would be made especially when the 
outer layer is diamond. Presumably outer layer 12 is a cone structure made with a conical hole in 
its middle where the whole structure is very small. How such a device could be manufactured is 
not clear. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

6. (b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



7. Claims 14-18 and 20-22 are, insofar as understood^ rejected under 35 U.S.C. 102(b) as 
being fully anticipated by Zimmer et al or Ference et al. 

Both Zimmer et al and Ference et al have an outer layer of diamond which can penetrate a 
semiconductor layer wherein the outer layer surrounds an inside needle. See the abstract and 
column 2 lines 66 plus of Zimmer et al and column 8, lines 17 plus of Ference et al. 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Elder et al and Mizuta show apparatus similar to the applied references where the 
outer layer is tungsten. 
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PRIMARY EXAMINER 
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